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PATENT LAW’S INHERENT LIMITS

Richard Gold

Resisting the trend started in the United States with the Diamond v. Chakrabarty case in 1980, the Supreme Court of Canada reaffirmed the inherent limits of patent law in the biotechnology field. In its 2002 Harvard oncomouse decision, the Canadian court held that it was the role of the legislature, and not the courts, to expand the range of patent law beyond the traditional classes of invention. This case will be of high relevance to developing nations that are currently contemplating how to adjust their patent laws to the biotechnology revolution.

Up until the Diamond v. Chakrabarty decision in the United States, courts accepted that patent law was bounded by the classes of invention contemplated by the legislature. This central idea was confirmed in the United States Supreme Court decision in Parker v. Flook, issued not long before the Chakrabarty decision. According to this case, the legislator had overall responsibility to determine the meets and bounds of patent law; the patent office and the courts would ensure the application of patent law within those bounds. The reasoning behind this position was simple. The state awards patent rights in order to promote overall welfare. Whether the award of patent rights in respect of particular classes of invention promotes or hinders this welfare is a complex, policy-laden determination. Given this complexity, the decision about whether to expand patent law properly rests with the legislature.

With a change in its composition, the United States Supreme Court significantly expanded its power by holding that it would determine the reach of patent laws unless the legislature specifically withdrew that power from it. Thus, in Chakrabarty, the Court held that since Congress had not specifically exempted genetically-modified life-forms from patent law, these life-forms are patentable. 

Europe has not been immune from these changes. The Appeal Board of the European Patent Office similarly extended patent law to cover genetically-modified life-forms in the Harvard oncomouse decision in 1990. Only in 1998 was legislation brought into being, in the form of a directive, dealing with patents over biotechnological inventions. Debate continues to rage throughout much of Europe, however, as many countries resist the transposition of this directive into national law.

It is against this backdrop that the Supreme Court of Canada released its decision in the Harvard oncomouse case in December 2002. The Court argued that the application of patent law to higher life forms – comprising animals, plants and seeds – raises issues of high policy that Canada’s current Patent Act fails to address. In light of this, the Court held that Parliament had the responsibility of determining the appropriate scope of patent law.

The impact of this decision will not only be felt in Canada but in those countries – particularly developing nations – whose courts and legislatures have yet to determine whether plants and animals are patentable. The Canadian Supreme Court’s respect for he division of powers between courts and legislatures may find resonance in the courts of developing nations.

